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COATED ARTICLES 



THE FIRST OFFICE ACTION 
(PCT APPLICATION IN THE NATIONAL PHASE) 

1. ^ According to the Request for Substantive Examination raised by the applicant and based on the 

provision of Item 1, Article 35 of the Patent Law, the Examiner has proceeded with the Examination 
as to Substance on the above mentioned application for patent for invention. 
□ According to Item 2, Article 35 of the Chinese Patent Law, the Patent Office has decided to examine 
the above application for patent for invention. 

2. ^ The applicant has requested that the filling date of 

IE at the 2001.07.31 Patent Office as the priority date, 
JE at the 2QQ1.Q8.10 Patent Office as the priority date, 
at the Patent Office as the priority date, 

3. □ The following amended documents submitted by the applicant cannot be accepted for not. conforming 

to the provision of Article 33 of the Patent Law: 

□ The Chinese version of the attachment of the International Preliminary Examination Report. 

□ The Chinese version of the amended document submitted according to the provision of Rule 19 of 
the Patent Cooperation Treaty. 

□ The amended document submitted according to the provision of Rule 28 or Rule 41 of the Patent 
Cooperation Treaty. 

□ The amended document submitted according to the provision of Rule 51 of the Implementing 
Regulations of the Patent Law. 

Refer to the text of the notice for the specific reason of non-acceptance thereof. 

4. □ The examination is conducted by directing at the Chinese version of the original International 

Application submitted. 
^] The examination is conducted by directing at the following application documents: 
E^l Description, 

p. 1-27.29-4Q, the Chinese version of the original International Application Document 
submitted; 

P- > the Chinese version of the attachment of the International Preliminary Examination 

Report; 

p. 28, the amended document submitted according to the provision of Rule 28 or Rule 41 of the 

1 



Patent Cooperation Treaty. 

p. , the amended document submitted according to the provision of Rule 5 1 of the 

Implementing Regulations of the Patent Law. 
El Claims, 

1-10 . the Chinese version of the original International Application Document submitted. 

, the Chinese version of the amended document submitted according to the provision of 

Rule 19 of the Patent Cooperation Treaty. 

, the Chinese version of the attachment of the International Preliminary Report. 

, the amended document submitted according to the provision of Rule 28 or Rule 41 of 

the Patent Cooperation Treaty. 

, the amended document submitted according to the provision of Rule 51 of the 

Implementing Regulations of the Patent Law. 
PI Attached Drawings, 

p. , the Chinese version of the original International Application Document submitted. 

p. , the Chinese version of the attachment of the International Preliminary Examination 

Report. 

p. , the amended document submitted according to the provision of Rule 28 or Rule 41 of 

the Patent Cooperation Treaty, 
p. , the amended document submitted according to the provision of Rule 51 of the 

Implementing Regulations of the Patent Law. 

5. ^ This Notice cites the following Comparison Document(the number of which shall continue to be used 



in the subsequent examination proceedings): 



No. 


Number/Title of Document 


Date of Publication (or the filing 
date of the conflicting Application) 


1 


JP8-41416A 


1996.02.13 
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6. The conclusive opinion drawn from the examination: 
E<3 As regards the Specification: 

□ The contents of the application fall under the scope stipulated by Article 5 of the Patent Law for 
which no patent right should be granted. 

^ The specification does not conform with the provision of Item 3, Article 26 of the Patent Law. 

□ The drafting of the specification does not conform with the provision of Rule 18 of the 
Implementing Regulations. 

[3 As regards the Claims: 

[X] Claim 1.3.6 does not possess the novelty as stipulated in Item 2, Article 22 of the Patent Law. 
E<] Claim 2.7-10 does not possess the inventiveness as stipulated in Item 3, Article 22 of the Patent 
Law. 

□ Claim does not possess the practical applicability as stipulated in Item 4, Article 22 of the 

Patent Law. 

□ Claim falls under the scope of Article 25 of the Patent Law where no patent right is to be 

granted. 
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Claim 2 does not conform with the provision of Item 4, Article 26 of the Patent Law. 
1~1 Claim ■ does not conform with the provision of Item 1, Article 3 1 of the Patent Law. 
PI Claim does not conform with the provision of Item 1, Rule 13 of the Implementing 

Regulations of the Patent Law. 
n Claim does not conform with the provision of Rule 18 of the Implementing Regulations of 

the Patent Law. 

13 Claim 1.2.5.6 does not conform with the provisions of Rules 20 to 23 of the Implementing 

Regulations of the Patent Law. 
Refer to the text of this Notice for the specific analyses of the conclusive opinion. 

7. Based on the above conclusive opinion, the Examiner deems that: 

I I The applicant shall amend the application documents in accordance with the requirements raised in 
the text of the Notice. 

^] The applicant shall discuss in his observations reasons why this application for patent can be granted 

a patent right, and amend the portions indicated in the text of the Notice which have been deemed as 

not conforming with the provisions, or no patent right shall be granted. 
□ There are no substantive contents in the application for patent that can be granted a patent right. If the 

applicant does not present reasons or the reasons presented are not sufficient, the application shall be 

rejected. 

8. The applicant is asked to note the following items: 

(1) According to the provision of Article 37 of the Patent Law, the applicant shall submit his 
observations within four months from the receipt of this Notice. Where, without justified reasons, 
the applicant does not respond at the expiration of said date, the application shall be deemed to have 
been withdrawn. 

(2) The applicant shall amend his application according to Article 33 of the Patent Law. The amended 
documents shall be in duplicate, and the form, in conformity with the relevant provisions in the 
Examination Guide. 

(3) The applicant and/or his agent can not, without first making an appointment, go to the Patent Office 
to have an interview with the Examiner. 

(4) The observations and/or the amended documents shall be mailed or delivered to the Department of 
Receipt, the Patent Office of the State Intellectual Property Office. No documents shall possess legal 
effects if not mailed or delivered to the Department of Receipt. 

9. The text of this Notice totals 2 page(s), and includes the following attachment(s): 

^ duplicate copy(ies) of cited comparison document(s), altogether 1 copy(ies) 6 pages. 

□ 

Examination Department: Examiner(Seal): 
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The Text of the First Office Action 

The present application relates to stainproof ing agents, coating 
compositions containing the same and coated articles. Upon 
examination, the Examiner remarks as follows: 

1 . Claim 1 does not comply with the provision on novelty of Article 
22(2) of the Patent Law 

Reference Dl (JP8-41416A) discloses a fluororesin coating 
composition for stainproof ing comprising f luoro -copolymer (A) 
obtained by copolymerizing 40-65 mol% of chlorotrif luoroethylene, 
14-50 mol% of a vinyl compound, 16-28 mol% of a hydroxyl- containing 
polymerizable compound and 0.1-3 mol% of a carboxyl -containing 
polymerizable compound and a polyether-modif ied silicone oil (B) 
containing a dimethyl siloxane structural unit and a ethylene oxide 
structural unit in a molecule. See claim 1 of Dl . A f luoro- copolymer 
obtained by copolymerizing chlorotrif luoroethylene , vinyl acetate, 
vinyl ether, ethylene glycol monoallyl ether, glycerin monoallyl 
ether, undecylenic acid is disclosed in the Examples of the 
specification of Dl wherein the content of glycerin monoallyl ether 
(containing two hydroxyl repeating units) is more than 10% in Examples 
3, 5 and 6, and the corresponding molecular weights are 6000, 12000 
and 8000, respectively. For details, see table 1 of the specification 
of Dl . Therefore, Dl differs from claim 1 only in doing not to refer 
to the copolymer A as a stainproof ing agent . However, it is mentioned 
a few times in Dl that the coating of Dl has excellent stainproof ing 
property. Even if the stainproof ing property is achieved by jointly 
using polymers A and B in Dl, the copolymer A of Dl should also be 
the same, in nature, as the copolymer in the applicant's claim 1. 
Dl thus has disclosed all the technical features of claim 1, and 
produces the same stainproof ing effects. Claim 1 is thus not novel. 

2. The f luoro -copolymer of Dl comprises undecylenic acid as 
monomer, the carboxyl group of which is just the crosslinkable 
functional group of the applicant ' s claim 3 . In view of claim 1 being 
not novel, claim 3 is not, either. 

3. Claim 6 further defines the physical property of the 
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composition of claim 1, rather than the structure or the constitution 
thereof. However, the physical property can not distinguish the 
applicant's composition from those of the prior art. Claim 6 thus 
also lacks novelty. 

4. Dl differs from claims 7 and 8 in that a fluororesin having 
excellent weatherproof property and a hydroxyl -containing compound 
having stainproof property are combined to form a stainproof ing 
polymer containing both fluorine atoms and hydroxyl group inDl whereas 
two polymers, i.e., a fluororesin and a hydroxyl -containing polymer 
having stainproof ing property, are separately used in claim 7 and 
claim 8. However, it is a conventional technique in the polymer field 
to induce a multifunctional group onto a carrier, i.e. , .a polymer. 
Claims 7 and 8 are thus not inventive. 

5. It is a conventional technique to add a crosslinking agent 
into a coating composition. Claim 9 is thus not inventive. 

6. Claim 10 recites a use of the coating. However, the coating 
has been disclosed in Dl . Further, Dl also discloses a coated article 
obtained by applying a coating onto an aluminum substrate. Claim 
10 thus does not involve an inventive step. 

7. Claim 2 does not comply with the provision on inventive step 
of Article 22(3) of the Patent Law 

Dl discloses in Example 6 a f luoro-copolymer obtained by 
copolymerizingchlorotrif luoroethylene, vinyl acetate, vinyl ether, 
ethylene glycol monoallyl ether, glycerin monoallyl ether, 
undecylenic acid and the total content of ethylene glycol monoallyl 
ether and glycerin monoallyl ether is 3 0 mol%, the molecular weight 
is 8000 . Claim 2 defines that the stainproof ing agent has a repeating 
unit containing a hydroxymethyl group , but fails to show the skeletal 
structure of the repeating unit. Under such a circumstance, there 
are no substantial differences between the limitation that a 
hydroxymethyl group is contained and the limitation that a hydroxyl 
group is contained. On the other hand, ethylene glycol monoallyl 
ether and glycerin monoallyl ether canbe consideredas each containing 
a hydroxymethyl group [sic] . Claim 2 is thus not inventive. 
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There are other issues in the application. 

8. Claim 2 does not comply with the provision on support of Article 
26(4) of the Patent Law 

The wording "a repeating unit having a hydroxymethyl group" in 
claim 2 comprises a broad scope whereas only N-methylol acrylamide 
is illustrated in the specification. The disclosure in the 
specification does not enable one skilled in the art to expect that 
the "repeating unit having a hydroxymethyl group" other than those 
illustrated in the Examples are all applicable in the present invention . 
Claim 2 is thus objected for lacking sufficient support. 

9. There are multiple dependency issues in claims 5 and 6. 

10. The brackets in claims 1 and 2 should be deleted. 

11. The specification describes 31 synthetic examples of the 
stainproof ing agent and all the agents have a weight average molecular 
weight of 5000. However, the specification neither discloses any 
spectra from which the average molecular weight is calculated nor 
discloses the molecular weight distribution, the arrangement of the 
repeat ing units, etc. One skilled in the art is thus unable to determine 
the high molecular compound. Since the entire specific embodiments 
appear to be untrue, the applicant is requested to provide persuasive 
reasons to obviate the above doubtful points. Otherwise, the 
application will be re j ec ted under the enabling requirement of Article 
26(3) of the Patent Law. 

The applicant shall submit its Observation in response to every 
item raised above in due time, and amend the application documents 
if necessary. Otherwise, the application will not be granted a patent 
right. Please note that according to Article 33, any amendments to 
the application documents may not extend beyond the contents of the 
application as originally filed. 



The Examiner: WU, Hongxiu 
Code: 8 712 
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SPTL's Comments 



Upon reviewing the office action, we provide our brief comments 
relating to the items raised by the Examiner as follows: 

1. We note that Dl relied on by the Chinese Examiner was also 
cited in the ISR and IPER of this PCT application as a reference 
detrimental to the novelty and the inventive step of claim 1. We 
are sure that the applicant had thoroughly studied Dl prior to entering 
the application into Chinese national phase and would know well as 
to how to obviate the Examiner's objection. Should we are of further 
assistance in this matter, please do not hesitate to contact us. 

2-3. Claims 3 and 6 are dependent from claim 1, and should thus 
also be novel in the event that claim 1 is. 

4-6. The technical solutions of claims 6-10 are characterized 
in using the stainproof ing agent of claim 1, and should also be 
inventive in the event that claim 1 is. 

7. Claim 2 actually further defines the repeating unit (Al) of 
claim 1, and should be dependent from claim 1 under the examination 
practice here. Claim 2 should thus also be inventive in the event 
that claim 1 is. 

8. The Examiner's remark is reasonable to some extent in the 
examination practice here. As you may know, Examiners of the CPO 
are usually stricter in the support requirements than those of most 
developed countries. To expedite the examination, it is proposed 
to further limit the "a repeating unit having a hydroxymethyl group- 
in claim 2 to N-methylol acrylamide as required by the Examiner, 
provided that such amendment would not practically affect the 
applicant's interests. 

9-10. These matters can be handled at our end. 

11. As described in the last paragraph of page 31 of the Japanese 
language specification, the weight average molecular weights of the 
polymers of the present invention are obtained by gel permeation 
chromatography in which polystyrene is used as the standard. Since 
GPC is a conventional technique, it is not absolutely necessary to 
detailedly describe how to determine the weight average molecular 
weightsof the polymers of the present invention. However, the Examiner 
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wonders why the polymers prepared in Synthetic Examples 1 to 31 all 
have the weight average molecular weights of 5000. The applicant's 
explanation is respectfully requested. 

We look forward to receiving your instructions in due course 
concerning arguments and/or claims amendments which you wish us to 
put forward in the response to this Office Action. Should you have 
any questions or need additional information, please do not hesitate 
to contact us . 
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